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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
6/15/2009 has been entered. 



Response to Arguments 

2. Applicant's arguments filed 5/13/2009 have been fully considered but they are 
not persuasive. Amended Independent claims 1 , 6, and 8 recite the manner in which a 
claimed apparatus is intended to be employed and does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
Parte Masham, 2 USPQ F.2d 1647 (1987). 

3. In regards to distinguishing between battery or cell and fuel cell. 

A battery or cell is a container filled with substances that produce an electric 
current by chemical action. 

A fuel cell is an electrochemical conversion device, which produces electricity 
from converting chemical energy through a chemical action. 

In giving claim 8, the broadest reasonable interpretation then one would arrive at 
a cell or battery being an electrochemical conversion device producing electricity from 
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chemical action. With this interpretation in mind, we arrive at the same definition or 
function of a fuel cell which is an electrochemical conversion device, which produces 
electricity from converting chemical energy through a chemical action. 



Claim Rejections - 35 USC § 102 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1 , 6, and 8 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Deng etal. (US 5,980,977). 

Regarding claims 1 and 6 (which recite identical limitations), a system, 
comprising: an electrode (col. 7, II. 56-67, col. 26, II. 41-54) including a metal oxynitride 
electrode catalyst comprising an oxynitride containing at least one transition metal 
element selected from the group consisting of La, Ta, Nb, Ti, and Zr, wherein atomic 
ratio of (transition metal element):(oxygen):(nitrogen) is (1 ±0.1 ):(1 ±0.1 ):(1 ±0.1 ) (column 
1 2, line 48 - column 1 3, line 3); and an acidic electrolyte contacting said metal 
oxynitride electrode catalyst; (col. 22, II. 46-56), and electric power source connected to 
said electrode (col. 14, II. 32-36). 

The limitation "wherein said metal oxynitride electrode catalyst having an oxygen 
reduction catalytic activity at a potential of 0.4 V or higher relative to the reversible 
hydrogen electrode potential in the acidic electrolyte" is merely a functional/intended 
use limitation that does not structurally distinguish the claimed invention over the prior 
art. A recitation of the intended use of the claimed invention must result in a structural 
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difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. See In re Casey, 370 F.2d 576, 
152 USPQ 235 (CCPA 1967) and In re Otto, 312 F.2d 937, 939, 136 USPQ 458, 459 
(CCPA 1963). Moreover, it has been held that a recitation with respect to the manner in 
which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitations. 
Ex parte Masham, 2 USPQ2d 1647 (1987). 

Therefore, the phrase "having an oxygen reduction catalytic activity at a potential 
of 0.4 V or higher relative to the reversible hydrogen electrode potential in the acidic 
electrolyte" is thus non-limiting. 

The statement "A water electrolysis system" is a statement reciting the purpose 
or intended use of the structural limitations, and therefore do not impart patentable 
weight to the device above. This rationale is further support by applicant's disclosure, 
which states the fields of use for the invention flj 29). See Ex Parte Masham, USPQ2d 
1647, also MPEP 2111.02 (II). 

The statement "An organic electrolysis system" is a statement reciting the 
purpose or intended use of the structural limitations, and therefore do not impart 
patentable weight to the device above. This rationale is further support by applicant's 
disclosure, which states the fields of use for the invention (If 29). See Ex Parte Masham, 
USPQ2d 1647, also MPEP 2111.02(11). 
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Regarding claim 8, Deng further teaches a membrane electrolyte assembly (e.g. 
Figures 3-4; col. 3, II. 22-36, col. 23, II. 2-19); and a collector 1 60/1 60A (col. 14, II. 32- 
36, col. 25, II. 36-43) for collecting electricity, said collecter being disposed on both 
sides of said membrane electrolyte aseembly, wherein said membrane assembly 
comprising: an electrode (col. 7, II. 56-67, col. 26, II. 41-54) including a metal oxynitride 
electrode catalyst comprising an oxynitride containing at least one transition metal 
element selected from the group consisting of La, Ta, Nb, Ti, and Zr, wherein atomic 
ratio of (transition metal element):(oxygen):(nitrogen) is (1 ±0.1 ):(1 ±0.1 ):(1 ±0.1 ) (column 
1 2, line 48 - column 1 3, line 3); and an acidic electrolyte contacting said metal 
oxynitride electrode catalyst; (col. 22, II. 46-56), and electric power source connected to 
said electrode (col. 14, II. 32-36). 

The limitation "wherein said metal oxynitride electrode catalyst having an oxygen 
reduction catalytic activity at a potential of 0.4 V or higher relative to the reversible 
hydrogen electrode potential in the acidic electrolyte" is merely a functional/intended 
use limitation that does not structurally distinguish the claimed invention over the prior 
art. A recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. See In re Casey, 370 F.2d 576, 
152 USPQ 235 (CCPA 1967) and In re Otto, 312 F.2d 937, 939, 136 USPQ 458, 459 
(CCPA 1963). Moreover, it has been held that a recitation with respect to the manner in 
which a claimed apparatus is intended to be employed does not differentiate the 
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claimed apparatus from a prior art apparatus satisfying the claimed structural limitations. 
Ex parte Masham, 2 USPQ2d 1647 (1987). 

Therefore, the phrase "having an oxygen reduction catalytic activity at a potential 
of 0.4 V or higher relative to the reversible hydrogen electrode potential in the acidic 
electrolyte" is thus non-limiting. 

The statement "A fuel cell" is a statement reciting the purpose or intended use of 
the structural limitations, and therefore do not impart patentable weight to the device 
above. This rationale is further support by applicant's disclosure, which states the fields 
of use for the invention fl| 29). See Ex Parte Masham, USPQ2d 1647, also MPEP 
2111.02(11). 

Claim Rejections - 35 USC § 103 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claims 2, 7, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Deng et al. (US 5,980,977) in view of Clerc et al. (US 6,1 90,802). 

Regarding claims 2, 7, and 9 (which recite identical limitations), Deng fails to 
teach the metal oxynitride electrode catalyst is dispersed as fine particles on a catalyst 
carrier which is an electronically conductive powder. 

However, Clerc teaches (col. 2, II. 54-67, and col. 3, II. 1-41) the metal oxynitride 
electrode catalyst (dopants) is dispersed as fine particles on a catalyst carrier which is 
an electronically conductive powder (col. 3, II. 23-41). 
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Since both Clerc and Deng teach the device above, it would have been obvious to have 
incorporated the above features of Clerc in Deng for the benefit of increasing the 
electrical conductivity of the device (col. 3, Id.). 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arman Khosraviani whose telephone number is 571- 
272-6402. The examiner can normally be reached Monday-Friday, 8am - 5pm (Eastern 
Time). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Loke can be reached on 571-272-1657. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Arman Khosraviani/ 
Examiner, Art Unit 2818 
6/23/2009 



/STEVEN LOKE/ 

Supervisory Patent Examiner, Art Unit 2818 



